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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name Nodding Head Brewery

Entity LLC Citizenship Pennsylvania

Address 1516 Sansom St FL2
Philadelphia, PA 19102
UNITED STATES

Correspondence
information

Curt Decker
owner
Nodding Head Brewery
1516 Sansom St FL2
Philadelphia, PA 19102
UNITED STATES
noddinghead@earthlink.net Phone:2158822380

Registration Subject to Cancellation

Registration No 4478085 Registration date 02/04/2014

Registrant Strayhan Investments, Inc
2004 Capitol Avenue
Sacramento, CA 95814
UNITED STATES

Goods/Services Subject to Cancellation

Class 032. First Use: 2006/07/01 First Use In Commerce: 2006/07/01
All goods and services in the class are cancelled, namely: Beer, ale, lager, stout and porter; Beers

Grounds for Cancellation

Torres v. Cantine Torresella S.r.l.Fraud 808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986)

Priority and likelihood of confusion Trademark Act section 2(d)

Mark Cited by Petitioner as Basis for Cancellation

U.S. Application/ Registra-
tion No.

NONE Application Date NONE

Registration Date NONE

Word Mark Monkey Knife Fight

Goods/Services Beer, ale, lagers

Attachments Nodding Head Petition.pdf(138547 bytes )

http://estta.uspto.gov


Exh_A-E(1).pdf(5806264 bytes )
Exh_F-L(1).pdf(3401582 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by Overnight Courier on this date.

Signature /Curt Decker/

Name Curt Decker

Date 01/14/2015



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

THE TRADEMARK TRIAL AND APPEAL BOARD

     

      :

NODDING HEAD BREWERY,   :

      : Cancellation Proceeding No.

  Petitioner,   : 

      : _______________

v.      : 

      :

STRAYHAN INVESTMENTS, INC.  : Registration No. 4,478,085

d/b/a RUBICON BREWING COMPANY,  : Mark:  MONKEY KNIFE

FIGHT

      : Issued:  February 4, 2014

  Registrant.   :

      :

 
PETITION TO CANCEL TRADEMARK REGISTRATION

 
Electronic Filing

Trademark Trial and Appeal Board

U.S. Patent and Trademark Office

P.O. Box 1451

Alexandria, VA  22313-1451

 
Sir:

Petitioner, Nodding Head Brewery (“Nodding Head” or “Petitioner”), files this petition to

cancel the registration of the trademark “MONKEY KNIFE FIGHT” under Registration No.

4,478,085 (the “Rubicon Registration”) because Nodding Head properly owned and used the

trademark “Monkey Knife Fight” (the “Mark”) in connection with the sale of beer, ale, and lager,

well before any alleged use of the same trademark by Rubicon Brewing Company (“Rubicon” or

“Registrant”); Nodding Head has continued to use the Mark since at least 2001; and Rubicon

obtained the Rubicon Registration through intentional misrepresentations made to the US Patent

and Trademark Office.

Should the Rubicon Registration not be cancelled, Nodding Head will be severely

damaged and will continue to be harmed by the improper registration of Rubicon.  Moreover, the



obtaining of the Rubicon Registration by Rubicon is a direct breach of the agreement entered

into between Nodding Head and Rubicon many years ago, but which Rubicon has apparently

decided to improperly and without reason renege upon.

The record owner of the Rubicon Registration is Strayhan Investments, Inc. having an

address of 2004 Capital Avenue, Sacramento, California  95814.

As grounds for the petition to cancel the Rubicon Registration, Petitioner states as

follows:

Nodding Head Creation of and Use of “Monkey Knife Fight” as a Beer Trademark

1. Beginning in 2001, Nodding Head Brewery created a lemon-grass and

ginger spiced pale beer or lager to be served at a restaurant as part of a Vietnamese

beer dinner event.

2. As shown in Exhibit A, noting “events for November 2001,” Nodding

Head brewed, served and sold Monkey Knife Fight beer no later than November

2001.

3. Thereafter, in response to continued demand for the Monkey Knife Fight

beer, Nodding Head continued to brew, market and sell the beer / pale lager called

Monkey Knife Fight.

4. Beginning in November 2001, Nodding Head brewed and sold the

Monkey Knife Fight beer.  Such brewing and sales continue today.

5. At least as early as October 2002, and each year thereafter, Nodding Head

marketed and served its Monkey Knife Fight beer at the Great American Beer

Festival, which is held annually each October, in Denver, Colorado.

6. Nodding Head Brewery registered with the Pennsylvania Liquor Control

Board (“PLCB”) the Monkey Knife Fight name for its beer in 2002, and has renewed

that registration with the PLCB every year since 2002.

7. Customer knowledge of, acceptance of, and desire to purchase the

Monkey Knife Fight beer grew rapidly during and after the 2001 time frame.

8. By way of one example, an Internet posting in May 2002 by Realbeer.com

identifies in its article “Great Names for Excellent Beers,” Monkey Knife Fight from

Nodding Head Brewing in Philadelphia. See Exhibit B.

9. Another example is the posting in the Beeradvocate.com of March 27,

2002 showing Monkey Knife Fight as brewed by Nodding Head Brewery and

Restaurant in Philadelphia, and having a rating of 84 from 26 ratings. See Exhibit C.

10. Further, in the 2005 publication of the book Pennsylvania Breweries, by

Lew Bryson, there is a description of the several beers brewed year-round by

Nodding Head, including Monkey Knife Fight. See Exhibit D.

11. Indeed, knowledge of the Nodding Head Monkey Knife Fight beer

spread across the United States.  

12. As shown by the Exhibit E article from the San Francisco Weekly

(www.sfweekly.com), knowledge of Nodding Head’s Monkey Knife Fight beer was

known in San Francisco, California, no later than October 2002.  

13. The Exhibit E article relating to general usage of the “monkey knife



fight” term with respect to various services and goods, specifically identifies

“Nodding Head Brewing in Philadelphia [as] produc[ing] a beer called Monkey Knife

Fight, which is apparently quite good.”

14. Today Nodding Head continues to brew, market and sell its Monkey

Knife Fight beer on a year-round basis.

15. Nodding Head brews approximately 50 barrels or about 1550 gallons of

Monkey Knife Fight beer annually, and it is one of Nodding Head’s best known, and

most requested beers.  

16. The Monkey Knife Fight production is a substantial portion of Nodding

Head’s total annual production, being about 7% of the total annual beer production.

 
Learning of the Rubicon Brewing Usage of the Mark in 2008

17. In or about August 2008, Nodding Head learned of a micro-brewery in

California, called Rubicon Brewing, that had begun to brew and sell a beer called

Monkey Knife Fight.

18. Very soon after learning of Rubicon Brewing, Nodding Head contacted

Rubicon Brewing by email to advise that Nodding Head Brewing has “had a beer

called Monkey Knife Fight since 2001.”  Nodding Head further explained that “[w]e

originally brewed [the Monkey Knife Fight] for a Vietnamese beer dinner at a popular

Philadelphia restaurant, but it became so popular that it has since been our top selling

summer seasonal.” See Exhibit F.  

19. Nodding Head followed up shortly thereafter to note to Rubicon

Brewing that others in California knew of Nodding Head’s Monkey Knife Fight beer,

and specifically pointed out the SFWeekly article. See Exhibit G, referencing the

Exhibit E article.

20. Thereafter, between 2008 and 2013, Curt Decker of Nodding Head, and

Glynn Phillips of Rubicon Brewing had several telephone discussions about the

Monkey Knife Fight trademark as created and used by Nodding Head, and Rubicon’s

copying and use of that name.

21. During those discussions, Mr. Phillips admitted that the Rubicon

Brewing brewer saw the Monkey Knife Fight name as used by Nodding Head, and

liked it so much, that he decided to copy it and use it as well.  Such copying and

usage by Rubicon Brewing was not authorized or agreed to by Nodding Head.

22. Apparently Rubicon Brewing believed that because Nodding Head was

on the other side of the country, Nodding Head would not hear or see of the improper

usage of the Monkey Knife Fight trademark by Rubicon Brewing.  They were wrong.

 
The Agreement Between Nodding Head and Rubicon

23. In an attempt to be fair and reasonable, especially as between two micro-

breweries, Nodding Head agreed to allow Rubicon Brewing to continue to use the

Monkey Knife Fight trademark on its beer “as long as the [Rubicon] beer was in the

state of California.”

24. Mr. Phillips acknowledged that such an agreement was fair and that



Rubicon would agree to only use the Monkey Knife Fight trademark on its beer in

California.

 
Rubicon’s Reneging on the Agreement and Misuse of the Mark

25. Later, in September 2013, Nodding Head was unpleasantly surprised to

find that Rubicon Brewing, under the alias of Strayhan Investments, Inc., had earlier

that year filed a trademark application with the U.S. Patent and Trademark Office for

the mark “monkey knife fight” as used in connection with “beer, ale, lager, stout and

porter; beers.”  

26. In that application, filed under Application Serial No. 85/973,150 on

June 28, 2013, Rubicon / Strayhan alleged to have been using the “monkey knife

fight” since July 1, 2006.  

27. The July 1, 2006 date is well after the 2001 first use date of the “monkey

knife fight” trademark by Nodding Head.  

28. Nodding Head immediately contacted Rubicon about this apparent

breach of the agreement entered into between Nodding Head and Rubicon.  The email

communication from Mr. Decker to Mr. Phillips is attached as Exhibit H.

29. In that email communication, Mr. Decker requested that Rubicon

reconsider pursuing a trademark registration and indicated that he would rather do

business as they had previously agreed, as gentlemen, and with Rubicon abiding by

their prior agreement.

30. In response, Mr. Phillips advised that he was “remiss” in not calling Mr.

Decker, and that “[t]hings have not changed and I will explain later.” See Exhibit I.

31. During later telephone discussions between Mr. Phillips and Mr. Decker,

Mr. Phillips again acknowledged the prior agreement by Rubicon, and acknowledged

that Rubicon would abide by that prior agreement to not use the “monkey knife fight”

trademark on beer outside of California.

32. Mr. Phillips also represented to Mr. Decker that Rubicon would not go

forward with their trademark application unless and until documentation was

approved by Nodding Head.

33. Thereafter, and earlier this year, Nodding Head was shocked to find that

Rubicon and Mr. Phillips had once again reneged on their agreements with Nodding

Head and Mr. Decker.

34. More particularly, Rubicon did not withdraw its trademark application

from the US Patent and Trademark Office, and instead continued that process to

obtain a trademark registration for the mark “monkey knife fight” as used on “beer,

ale, lager, stout and porter; beers.”  That trademark registration, in the name of

Strayhan Investments, was granted Registration No. 4,478,085, defined above as the

Rubicon Registration.

35. The registration date for the Rubicon Registration is February 4, 2014.

36. In a May 7, 2014 email from Mr. Decker to Mr. Phillips, Nodding Head

advised Rubicon of Nodding Head’s discovery of the Rubicon trademark registration,

Rubicon’s repeated reneging of their prior agreements, and Nodding Head’s



frustration with Rubicon’s apparent underhanded business dealings. See Exhibit J.

37. In response, Mr. Phillips again appeared to acknowledge Rubicon’s

missteps, and again acknowledged that Rubicon would abide by the prior agreements

as between Nodding Head and Rubicon, or at least Mr. Phillips acknowledged that he

“will not dishonor our agreement.” See Exhibit K.

 

 

 
Rubicon’s Misrepresentations Made to the US Patent and Trademark Office

38. As part of application process by Rubicon seeking registration of the

trademark “monkey knife fight” for use in connection with beer, ale, and lager,

counsel for Strayhan Investments / Rubicon made certain representations and

declarations.  

39. More particularly, counsel for Rubicon represented to the US Patent and

Trademark Office that “no other person, firm, corporation, or association has the right

to use the [“monkey knife fight”] mark in commerce, either in the identical form

thereof or in such near resemblance thereto as to be likely, . . . to cause confusion, or

to cause mistake, or to deceive” the public regarding the source of the beer products

being commercialized.

40. Specifically, counsel for Rubicon represented and declared that:  “[t]he

undersigned, being hereby warned that willful false statements and the like so made

are punishable by fine or imprisonment, or both, under 18 U.S.C. Section 1001, and

that such willful false statements, and the like, may jeopardize the validity of the

application or any resulting registration, declares that he/she is properly authorized to

execute this application on behalf of the applicant; he/she believes the applicant to be

the owner of the trademark/service mark sought to be registered, or, if the application

is being filed under 15 U.S.C. Section 1051(b), he/she believes applicant to be

entitled to use such mark in commerce; to the best of his/her knowledge and belief no

other person, firm, corporation, or association has the right to use the mark in

commerce, either in the identical form thereof or in such near resemblance thereto as

to be likely, when used on or in connection with the goods/services of such other

person, to cause confusion, or to cause mistake, or to deceive; and that all statements

made of his/her own knowledge are true; and that all statements made on information

and belief are believed to be true.” (Emphasis added). See Exhibit L.

41. While Rubicon’s counsel may not have known or been aware of the

extended history between Nodding Head and Rubicon, including Rubicon’s

knowledge of Nodding Head’s long history of using the identical trademark, “monkey

knife fight” in connection with beer before any such usage by Rubicon, and

Rubicon’s several agreements with Nodding Head not to market or sell any “monkey

knife fight” beer outside of California, surely Rubicon was well aware of such facts.

 Yet Rubicon authorized its counsel to make the intentional misrepresentation that “no

other person, firm, corporation, or association has the right to use the mark in

commerce, either in the identical form thereof or in such near resemblance thereto as

to . . . cause confusion, or to cause mistake, or to deceive.”

42. Rubicon plainly knew such a representation by its counsel and / or by



Rubicon was fraudulent.

43. Nodding Head believes that the above misrepresentation by Rubicon

was intentional, and made with the specific purpose of improperly obtaining the

trademark registration it later obtained.

 

WHEREFORE, Petitioner Nodding Head respectfully requests that the registration of the

mark “monkey knife fight” provided under Registration No. 4,478,085 be canceled under 15

U.S.C. §§ 1052(d), 1064(3) because (a) the Rubicon Registration and trademark is identical to

the “monkey knife fight” trademark previously used by Nodding Head Brewing in the United

States, which has not been abandoned by Nodding Head, and which when used by Rubicon in

connection with beer, ale, lager or related products, will cause confusion, mistake or deceive the

public; and (b) the Rubicon Registration was obtained and has been maintained through

fraudulent representations made to the US Patent and Trademark Office.  

Nodding Head submits the required filing fee with this petition.

 

     Respectfully submitted,

 
Dated:  January ___, 2015

     ____________________

     Curt Decker, Owner

     Nodding Head Brewery

     1516 Sansom Street

     Second Floor

     Philadelphia, PA  19102

 

 

 

CERTIFICATE OF SERVICE

 

The undersigned hereby certifies that a true and correct copy of the foregoing Petition to

Cancel was served upon the following entities of record on January ___, 2015 in the manner

identified:

 
By Federal Express and made available through the TTAB ESTTA system



Strayhan Investments, Inc.

d/b/a Rubicon Brewing Company

2004 Capital Avenue

Sacramento, California 95814

 

Scott Hervey, Esquire

Weintraub Tobin

9665 Wilshire Blvd., 9
th
 Floor

Beverly Hills, California  90212

 

 

 

 

 

      __________________________

      Curt Decker
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